THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ROBERT S. RI NG

Appeal No. 96-3968
Application No. 08/117, 669!

ON BRI EF

Bef ore LYDDANE, STAAB, and NASE, Adm nistrative Patent Judges.

NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 26, which are all of the clains
pending in this application.

We AFFI RM | N- PART and enter a new ground of rejection
pursuant to 37 CFR § 1.196(b).

! Application for patent filed Septenber 8, 1993.
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BACKGROUND

The appellant's invention relates to a formburster. Cains
1 and 15 are representative of the subject matter on appeal and a
copy of those clains, as they appear in the appellant's brief, is

attached to this deci sion.

The prior art references of record relied upon by the
exam ner as evidence of anticipation under 35 U S.C. § 102 (b)

and obvi ousness under 35 U.S.C. § 103 are:

Hageman 2,513, 093 June 27, 1950
Jones et al. 3,942,694 March 9, 1976
(Jones)

Gergely, Jr. et al. 5, 060, 838 Cct. 29, 1991
(Gergely)

Nakanura et al. 5,104, 022 Apr. 14, 1992
( Nakarur a)

Claim1l stands rejected under 35 U.S.C. 8 102(b) as being

anti ci pated by Nakanur a.

Clains 2, 4, 5, 7, 8 and 15 through 19 stand rejected under

35 U.S.C. §8 103 as bei ng unpat ent abl e over Nakanur a.

Clains 6 and 20 stand rejected under 35 U.S.C. § 103 as

bei ng unpat ent abl e over Nakamura in view of Jones.
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Cainms 3, 10, 11, 13, 14 and 21 stand rejected under
35 U.S.C. §8 103 as bei ng unpatentabl e over Nakamura in view of

Hageman.

Claim 12 stands rejected under 35 U.S.C. 8§ 103 as being

unpat ent abl e over Nakanmura in view of Hageman and Jones.?

Cainms 1, 2, 9 and 22 through 26 stand rejected under
35 U.S.C. 8§ 103 as being unpatentable over Gergely in view of

Hageman.

Rat her than reiterate the conflicting viewoints advanced by
t he exam ner and the appellant regarding the 88 102 (b) and 103
rejections, we nmake reference to the exam ner's answer for the
exam ner's conpl ete reasoning in support of the rejections, and
to the appellant's brief (Paper No. 13, filed April 6, 1995) for

the appellant's argunents thereagai nst.

2 W note that the final rejection (Paper No. 7, nmiled
August 22, 1994) set forth this ground of rejection against claim
12. However, the exam ner's answer (Paper No. 14, nuailed June
26, 1995) did not contain this ground of rejection.

Nevert hel ess, since the examner's answer did not withdraw this
ground of rejection, we consider this rejection of claim 12
before us in this appeal.
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OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, to the October 4,
1994 decl aration of Robert S. Ring and to the respective
positions articul ated by the appellant and the examner. As a
consequence of our review, we nmake the determ nations which

foll ow

W will not sustain the examner's rejection of claiml
under 35 U.S.C. 8§ 102(b) as being anticipated by Nakamura. W
agree with the appellant's argunent (brief, p. 6) that the gap
bet ween Nakamura's feed-in rollers 26a and 26b does not satisfy
the "fixed gap" limtation of claiml1l. W disagree with the
exam ner's determ nation (answer, p. 4) that Nakamura discl oses a
fi xed gap between Nakanmura's feed-in rollers 26a and 26b
Nakanmura specifically teaches that the gap between the feed-in
rollers 26a and 26b is adjusted by a gap adjusting neans.® As
di scussed in colum 10, line 3, to colum 11, line 20 and as
shown in Figures 8 and 9 of Nakanura, the gap between the feed-in

rollers 26a and 26b changes as each conti nuous paper sheet is

3 See colum 7, line 30, to colum 8, line 2, of Nakanura.

4



Appeal No. 96-3968
Application No. 08/117, 669

fed. For exanple, when a thick continuous paper sheet is fed,
the feed-in rollers 26a and 26b and increnented in eight pul ses
to close the gap therebetween foll owed by eight pulses to w den
the gap. Thus, the feed-in rollers 26a and 26b are not nounted
to have a "fixed gap" therebetween. Since all the limtations of
claim1l1 are not net by Nakanmura, we will not sustain the

examner's rejection thereof under 35 U.S.C. § 102(Db).

W w il not sustain the examner's rejection of clainms 2
t hrough 8, 10 through 14, 18 and 19 under 35 U . S.C. 8§ 103 as
bei ng unpat ent abl e over Nakanura, alone or in conmbination with
Jones and/or Hagenman. Simlar to claiml1l, these clains all
require the guide el enents/slow speed rolls to have a "fixed gap”
t herebetween. In rejecting these clains under 35 U.S.C. 8§ 103,
the exam ner relied upon Nakanura as teaching this "fixed gap"
limtation. However, as discussed above, we do not agree with
the examner on this matter. Since the "fixed gap”" limtation is
not taught or suggested by the prior art applied by the exam ner,
we Wil not sustain the examner's rejection of clainms 2 through
8, 10 through 14, 18 and 19 under 35 U.S.C. 8§ 103 as being
unpat ent abl e over Nakanura, alone or in conbination with Jones

and/ or Hageman.
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W w il sustain the examner's rejection of clains 15
t hrough 17 under 35 U.S.C. 8§ 103 as bei ng unpat ent abl e over
Nakamura. We will also sustain the examner's rejection of claim
21 under 35 U.S.C. §8 103 as being unpatentabl e over Nakanmura in
vi ew of Hageman. These clainms only require that the sl ow speed
rolls have a gap therebetween, not a "fixed gap" as recited in
the clains previously considered. Wth regard to these clains,
we agree with the examner's determ nation (answer, p. 5) that
it would have been obvious to one having ordinary skill in the
art to adapt Nakanura's burster to (1) process business forns of
a paper weight of 32 Ibs. or less, or nore specifically, 16-32
Ibs., and (2) utilize a transport speed of about 600 fpm since
di scovering an opti mumrange or value involves only routine skil

in the art.

Inplicit in these rejections is the examner’s view that the
above noted nodification of Nakamura woul d have resulted in a
met hod which corresponds to the nmethod recited in clainms 15

through 17 and 21 in all respects.

The appel | ant has not presented any argunment with respect to

clainms 15 through 17 and 21. The argunents presented in section
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VI, Parts B and D of the brief (pp. 6-8 and 11) are all addressed
tolimtations not present in clainms 15 through 17 and 21.
Accordi ngly, the appellant has not specified any error in the

rejection of clainms 15 through 17 and 21.

For the above reasons, we will sustain the exam ner's
rejection of clainms 15 through 17 under 35 U. S.C. 8 103 as being
unpat ent abl e over Nakanmura and the exam ner's rejection of claim
21 under 35 U.S.C. §8 103 as being unpatentabl e over Nakanmura in

vi ew of Hageman.

W w il not sustain the examner's rejection of claim 20
under 35 U.S.C. 8 103 as bei ng unpatentabl e over Nakanmura in view
of Jones. We agree with the appellant's argunment (brief, p. 11)
t hat Jones does not teach or suggest driving the transport belts
at a third speed slightly higher than the first speed of the slow
speed rolls, but not as great as the second speed of the high
speed rolls as recited in claim?20. Wile Jones does disclose a
doubl e conveyor belt unit 46-55 for conveying bags fromnip rolls
40, 41 to folder rolls 56-58, Jones does not teach or suggest the
step of driving transport belts at a third speed as recited in

claim20. Since the limtations of claim20 is not taught or
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suggested by the prior art applied by the exam ner, we wll not
sustain the examner's rejection of claim 20 under
35 U.S.C. §8 103 as bei ng unpatentabl e over Nakamura in view of

Jones.

W will sustain the examner's rejection of clains 1, 2, 9,
22, 24 and 26 under 35 U. S.C. 8 103 as bei ng unpatentabl e over
Gergely in view of Hageman. Wth regard to these clains, we
agree with the examner's determnation (answer, p. 8) that it
woul d have been obvious to one having ordinary skill in the art
to provide Cergely with a stationary breaker blade as suggested
and taught by Hageman. Further, with regard to clains 2 and 22,
we agree with the examner's determ nation (answer, pp. 8-9)
that it would have been obvious to one having ordinary skill in
the art that the fixed gap of Gergely woul d have been between
about 0.005-0.008 inches. Further, with regard to claim 24, we
agree with the examner's determnation (answer, p. 9) that it
woul d have been obvious to one having ordinary skill in the art
to adapt Cergely's burster to process business forns of a paper
wei ght of 32 I bs. or less since one of ordinary skill in the art
woul d readily adapt the burster of Gergely to business fornms of

varyi ng paper weights.
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Implicit inthis rejection is the examner’s view that the
above noted nodifications of Gergely would result in an apparatus
whi ch corresponds to the apparatus recited in clains 1, 2, 9 and
22 and a nethod which corresponds to the nethod recited in clains

24 and 26 in all respects.

The appellant's argunents (brief, pp. 12-15) are
unpersuasive for the follow ng reasons. First, Gergely discloses
in Figure 1, a pair of spaced plates (unnunbered) for guiding the
web 18 fromtractors 26 to the rollers 10 and 12. These spaced
pl ates are readable on the clained guide el enents/plates having a
"fixed gap" therebetween. Second, we agree wth the exam ner
that the appellant has not rebutted the exam ner's determ nation
(answer, p. 8) that the spaced plates of CGergely inherently
prevent the formation of a formbubble. Third, we agree with the
exam ner (answer, pp. 12 and 14) that the size of the gap between
the spaced plates of CGergely is a result effective variable since
the size of the gap woul d have been set according to the actual
t hi ckness of the web being conveyed. Fourth, we agree with the
exam ner that an artisan would have interpreted the zi gzagged
line above roller 34 in Figures 6 and 7 of Gergely as being a

representation of a spring to bias roller 34 towards roller 36.
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In any event, we agree with the exam ner (answer, p. 14) that
Hageman woul d have suggested the use of spring biased high speed

rollers.*

For the above reasons, we will sustain the exanm ner's
rejection of clainms 1, 2, 9, 22, 24 and 26 under 35 U.S.C. § 103

as being unpatentable over Gergely in view of Hageman.

W will not sustain the examner's rejection of clainms 23
and 25 under 35 U. S.C. § 103 as being unpatentable over Gergely
in view of Hageman. W agree wth the appellant’'s argunent
(brief, p. 15) that the recited guide plates are not taught or
suggested by the applied prior art. |In that regard, we find that
there i s no suggestion, absent the appellant's specification, to
make the spaced plates of CGergely adjustable as recited in clains
23 and 25. Since the "adjustable” limtation is not taught or
suggested by the prior art applied by the examner, we wll not
sustain the examner's rejection of clains 23 and 25 under 35
U S.C 8§ 103 as being unpatentable over CGergely in view of

Hageman.

4 See Figure 7 where springs 53 urge upper high speed rol
50 into engagenent with | ower high speed roll 48.
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Under the provisions of 37 CFR 8 1.196(b), we enter the
foll ow ng new ground of rejection:

Clainms 3 and 4 are rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Gergely in view of Hageman for the reasons set
forth above with respect to the §8 103 rejections of clains 1 and
2 based on CGergely and Hageman and the additional reasons set

forth bel ow

Cl aim 3 depends on claim2 (addressed previously) and adds
the limtation that the high speed rolls are spring biased
together. As set forth above, we agree wth the exam ner that an
artisan woul d have interpreted the zigzagged |ine above roller 34
in Figures 6 and 7 of Gergely as being a representation of a
spring to bias roller 34 towards roller 36 and that, in any
event, Hageman woul d have suggested the use of spring biased high
speed rollers. Accordingly, it would have been further obvious
to one having ordinary skill in the art to spring bias Gergely's
rollers 34 and 36 together as suggested by Hageman's spring

bi ased rolls 50 and 48.

Cl aim4 depends on claim 1l (addressed previously) and adds

the limtation that the fixed gap is about 0.007 inches. As set
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forth above, we agree with the exam ner that the size of the gap
bet ween the spaced plates of CGergely is a result effective
variable. Accordingly, it would have been further obvious to one
having ordinary skill in the art to space the spaced pl ates of

Cergely apart by about 0.007 inches.

CONCLUSI ON

To summari ze, the decision of the examner to reject claim1l
under 35 U.S.C. 8§ 102(b) as being anticipated by Nakamura is
reversed; the decision of the examner to reject clains 2 through
8, 10 through 14, 18 and 19 under 35 U.S.C. 8§ 103 as being
unpat ent abl e over Nakanura, alone or in conbination with Jones
and/ or Hageman is reversed; the decision of the examner to
reject clainms 15 through 17 and 21 under 35 U. S.C. §8 103 as being
unpat ent abl e over Nakamura, alone or in conbination w th Hageman
is affirmed; the decision of the examner to reject claim?20
under 35 U.S.C. 8§ 103 as bei ng unpatentabl e over Nakanmura in view
of Jones is reversed; the decision of the exam ner to reject
claims 1, 2, 9, 22, 24 and 26 under 35 U.S.C. 8§ 103 as being
unpat ent abl e over Gergely in view of Hageman is affirned; the
decision of the examner to reject clains 23 and 25 under 35

U S.C 8§ 103 as being unpatentable over CGergely in view of

12
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Hageman is reversed; and a new rejection of clains 3 and 4 under
35 U.S.C. 8§ 103 as being unpatentable over Gergely in view of
Hageman has been made pursuant to our authority under 37 CFR 8

1. 196(b).

Any request for reconsideration or nodification of this
deci sion by the Board of Patent Appeals and Interferences based
upon the sanme record nmust be filed within one nonth fromthe date

hereof. 37 CFR § 1.197.

Wth respect to the new rejection under 37 CFR § 1.196(b),
shoul d the appellant elect the alternate option under that rule
to prosecute further before the Prinmary Exam ner by way of
anendnent or show ng of facts, or both, not previously of record,
a shortened statutory period for maki ng such response i s hereby
set to expire two nonths fromthe date of this decision. 1In the
event the appellant elects this alternate option, in order to
preserve the right to seek review under 35 U. S.C. 88 141 or 145
with respect to the affirnmed rejection, the effective date of the
affirmance is deferred until conclusion of the prosecution before
the exam ner unless, as a nere incident to the limted

prosecution, the affirmed rejection i s overcone.
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| f the appellant elects prosecution before the exam ner and
this does not result in allowance of the application, abandonnent
or a second appeal, this case should be returned to us for final
action on the affirnmed rejection, including any tinely request

for reconsi deration thereof.
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No period for taking any subsequent action in connection
with this appeal may be extended under 37 CFR § 1.136(a).

AFFI RVED- | N- PART; 37 CFR § 1.196(b)

JEFFREY V. NASE
Adm ni strative Patent Judge

W LLI AM E. LYDDANE )
Adm ni strative Patent Judge )

)

g

) BOARD OF PATENT
LAWRENCE J. STAAB ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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NI XON AND VANDERHYE

1100 NORTH GLEBE ROAD
8TH FLOOR

ARLI NGTON, VA 22201-4714
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APPENDI X

1. A burster for business forns conprising:

a transport nechanism a pair of driven high speed
rolls; a plurality of guide elenents for guiding forns to said
hi gh speed rolls; and a breaker bl ade between said guide el enents
and hi gh speed rolls; and

said guide elenents nounted so that said guide el enents
have a fixed gap, greater than zero, therebetween during
processi ng of business forns having a particul ar weight, said
fixed gap sufficient to prevent formation of a form bubble in
busi ness forns being burst by said burster.

15. A nethod of bursting continuous single part business
forms having perforation lines forned periodically therein; and
havi ng a paper weight of about 32 |b. or less, utilizing a
burster having gapped sl ow speed rolls upstream of high speed
rolls, and a breaker bl ade between the slow and hi gh speed rolls,
conprising the steps of:

(a) feeding the forms with a paper wei ght of about 32
Ibs. or less to the slow speed rolls at a speed not |less than a
first speed;

(b) driving the slow speed rolls at substantially the
first speed;

© passing the forns through a gap between the sl ow
speed rolls that is of sufficient spacing to prevent bubble
formation in the forns;
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(d) driving the high speed rolls at a second speed,
significantly, greater than the first speed; and

(e) when a perforation noves past the slow speed rolls,
effecting bursting at a perforation |ine.
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